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AMENDMENT OF THE UNITED STATES TRADE- 
MARK LAW 





Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, That the 
act approved February 20th, 1g05, as amended, be, and the same 
is hereby further amended, so that section five thereof shall read 
as follows: 








“Sec. 5. That no mark by which the goods of the owner of 


the mark may be distinguished from other goods of the same 





class shall be refused registration as a trade-mark on account 





of the nature of such mark unless such mark 





“(a) Consists of or comprises immoral or scandalous mat- 





ter. 





“(b) Consists of or comprises the flag or coat of arms or 











other insignia of the United States or any simulation thereof, or 
of any state or municipality or of any foreign nation, or of any 
design or picture that has been or may hereafter be adopted by 
any fraternal society as its emb'em, or of any name, distinguish- 
ing mark, character, emblem, colors, flag, or banner adopted by 
any institution, organization, club, or society which was incorpo- 
rated in any state in the United States prior to the date of the 
adoption and use by the applicant: Provided, That said name, 
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AMENDMENT OF THE UNITED STATES TRADE- 
MARK LAW 


Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress asscmbled, That the 
act approved February 2oth, 1905, as amended, be, and the same 


is hereby further amended, so that section five thereof shall read 


That no mark by which the goods of the owner of 
istinguished from other goods of the same 
registration as a trade-mark on account 

nature of such mark unless such mark 

“(a) Consists of or comprises immoral or scandalous mat 
ter. 

“(b) Consists of or comprises the flag or coat of arms or 
other insignia of the United States or any simulation thereof, or 
of any state or municipality or of any foreign nation, or of any 
design or picture that has been or may hereafter be adopted by 
any fraternal society as its emb'em, or of any name, distinguish- 
ing mark, character, emblem, colors, flag, or banner adopted by 
any institution, organization, club, or society which was incorpo- 
rated in any state in the United States prior to the date of the 
adoption and use by the applicant: Provided, That said name, 
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distinguishing mark, character, emblem, colors, flag, or banner 
was adopted and publicly used by said institution, organisation, 
club, or society prior to the date of adoption and use by the ap- 
plicant: Provided, that trade-marks which are identical with a 
registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties, 
or which so nearly resemble a registered or known trade-mark 
owned and in use by another and appropriated to merchandise 
of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered: Provided, That 
no mark which consists merely in the name of an_ indi- 
vidual, firm, corporation, or association not written, printed, 


impressed, or woven in some particular or distinctive manner, or 


in association with a portrait of the individual, or merely in 
words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods, or 
merely a geographical name or term, shall be registered under 
the terms of this act: Provided further, That no portrait of a 
living individual may be registered as a trade-mark except by 
the consent of such individual, evidenced by an instrument in 
writing: And provided further, That nothing herein shall pre- 
vent the registration of any mark used by the applicant or his 
predecessors, or by those from whom title to the mark is de- 
rived, in commerce with foreign nations or among the several 
states or with Indian tribes, which was in actual and exclusive use 
as a trade-mark of the applicant, or his predecessors from whom 
he derived title, for ten years next preceding February 2oth, 
1905: Provided further, That nothing herein sha!l prevent the 
registration of a trade-mark otherwise registrable because of its 
being the name of the applicant or a portion thereof.” 
Approved, January 8, 1913. 


[The new provisions are in italics.] 





DIETSCH, ET AL. V. GIBSON 
UNITED STATES DISTRICT COURT 


Diretscu, et al. v. GrBson. 
(198 Fed. Rep., 410.) 
Southern District of New York, August 1, 1912 
TRADE- MARK—EVIDENCE OF Priority. 
Upon the facts, /ield that the defendant’s use of the word “Mar- 
guerite” for tooth brushes was prior to that of the complainant. 
In Equity. On final hearing. 


Joseph L. Levy, for complainants. 
William I. Marshall, for defendant. 


PLATT, District Judge—The matters at issue upon the bill 
and answer were heard by me last April, when oral arguments 
were made by both counsel. There was much trouble about the 
record, and printed briefs were not at hand. I listened to the 


arguments with patience, and, after fixing a date for the sending 


of briefs and a revised record came back to my own jurisdic- 
tion. Delay after delay has occurred, with my acquiescence, in 
carrying out the order made by me at the hearing. Now, it 
being an absolute necessity that | should take a rest, which ought 
to have been begun some time ago, I have obtained the briefs, 
records, and exhibits and am in a position to treat the litigants 
fairly. 

This action was begun in July, 1907. Immediately there- 
after a motion was made by complainants for an injunction pen- 
dente lite. This was heard by Judge Hough, who appears to 
have acted very kindly in the matter of granting of time for 
the presentation of affidavits, and had, as the record before me 
shows, pretty thorough information as to the facts upon which 
the complainants’ claim of title rests. His reason for going 
into the matter so fully was that the fact that complainants owned 
a registered trade-mark put the burden upon the defendant to 
establish its contentions. He was satisfied that the burden was 
sustained, and that, on the testimony before him, the complain- 
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ants could not carry their claim of title far enough back to be 
of avail to them against this defendant. 

On the pleadings before me, the bill alleges the adoption of 
the name “Marguerite,” applied to toothbrushes, ‘‘at least as 


early as 1883.” The answer denies the material allegaticns of 


the bill, and sets up affirmatively the use of the mark by Gibson 


since 1885, challenges the title of complainants to the mark, and 
sets forth that the same has acquired a secondary meaning «le 
scriptive of the style of the brush upon which it is placed. The 
issue threshed cut before Judge Hough on the affidavits was as 
to whether the complainants could follow their title back to 1883. 


Complainants’ title depended upon the absolute ownership of the 


mark by Martin, after the failure of the firm of Willy Wall: 

by some derivative right other than bodily appropriation. 

Hough could not discover in the affidavits any evidence 
would warrant him in finding that Martin got the title 

the firm of Willy Wallach in any other way than by adopting 
and using it without opposition. He found, therefore, that 
complainants’ title could not be traced further back than about 
1890, and, since defendant's use of the same was shown clearly 
to go back as far as 1888, the complainants had no right which 
could be enforced against the defendant. 

Just a moment here for a passing word, which may or may 
not be relevant, according to the way in which it impresses the 
listener. The defendant and its predecessor have been since 1876 
the so'e agent in this country of Charles Loonen, of Paris, 
France, a manufacturer of toothbrushes on a very extensive 
scale. A few months prior to the filing of this bill, Locnen had 
brought suit in this court against the present complainants to 
enjoin them against the infringement of certain trade-mark 
rights in toothbrushes. The bill filed by Loonen was demurred 
to and the demurrer overruled, April 10, 1907, and the defend- 
ants ordered to answer within 20 days. The opening of actual 
hostilities upon the bill filed by Loonen, and the filing of the 
bill in this suit, together with the motion for preliminary in- 
junction, happen to be almost coincident in time. That is, at 


least, a curious thing, and particularly so when we remember that 
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the complainants herein failed so disastrously before Judge 
Hough, and add that as defendants in the Loonen suit the failure 
seems to have been equally disastrous. Loonen v. Dietsch (C. 
C.) 189 Fed., 487 | Reporter, Vol. 1, p. 278]. 

Let us come back from this side excursion to the matter 
in hand. I have studied the record in this case with care, aided 
by notes taken at the oral hearing, and by the briefs now at hand 
from both counsel. I am unable to discover that the facts bear- 
ing upon the complainants’ title have been in any way made bet- 
ter for the complainants. It seems, upon the final proofs, that 
the lack of title back of 1890 is more clearly shown that it was 
on the affidavits. In addition to that, defendant has established, 
with reasonable certainty, priority of use. 

| have no time to discuss the question of the descriptive 
character of the word claimed as a trade-mark, or the laches of 
complainants. I have said enough to indicate that it is my con- 
clusion that the bill should be dismissed, with costs. 


STAMFORD Founpbry Co, v. THATCHER FURNACE Co. 
200 Fed Rep., 324.) 
Southern District of New York, October 24, 1912 


TRADE-MARK—INFRINGEMENT 


The word “Messmate” for ship galley stoves is an infringement 
upon the word “Shipmate” applied to the same article 


In Equity. On motion for a preliminary injunction. 


Augustus T. Gurlits, of New York City, for complainant. 
William R. Davis, of New York City, for defendant. 


HaANb, District Judge—In 1910 the complainant terminated 
the exclusive selling agency of the defendant, as it might properly 
do. Thereafter for eighteen months the defendant continued sell- 
ing the stoves on the same terms as other local agents. There- 
upon, dissatisfied with these arrangements, the defendant began 
to make a ship stove of the same size, of the same appearance, 
and for the same special use as the complainant's, merely chang- 
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ing the old and perfectly well established trade-mark “Ship- 
mate” to ‘““Messmate.” Of course, the imitation is not exact; it 
never is in such cases. The details of the stove have been varied 
in trifling regards, and the maker’s name has been put on the 
hearth. All that is almost a convention, when you appropriate 
another man’s mark; for there must be some color of good faith, 
some defense to put forward. Minor differences are supposed 
to help over hard places. Here the words are quite the same 
in suggestion, when applied to the galley stove of a ship. Each 
means that the stove is the crew’s companion. It is fatuous to 
distinguish between the mess and the ship in this connection. 
In sound, too, though I should not think that esssential, the two 
are quite near enough to confuse. It is impossible to mistake the 
defendant’s purpose, the very ancient desire to trade on another 
man’s name and reputation. The unctuous disclaimers in the 
affidavits are an added indcation to those familiar of how true 
the case is to type. 

A writ pendente lite will go against any use of “Messmate.” 
The complainant will not care, I assume, to press the point of 
unfair trade, which is not so clear. 


NEW YORK SUPREME COURT 


WATERPROOFING Co. v. Hypro.irHic CEMENT Co. 
(153 App. Div., 47; 138 N. Y. Supp., 265.) 
Appellate Division, First Department, November 8, 1912. 


. TRADE-MARK—LICENSEE. 

A licensee of a system of waterproof cement construction, who 
used under its license the trade-mark of the licensor, acquires no 
right to continue in such use by the bankruptcy of the licensor and 
the termination of the license contract. 

. TRADE-MARK—ABANDONMENT BY BANKRUPT. 

The sale by a trustee in bankruptcy of the tangible assets of a 
business is not an abandonment of the trade-marks and of the good 
will enjoyed in connection therewith. 

. TRADE-MARK—SALE IN BANKRUPTCY. 

A subsequent sale by the trustee of the good will and trade-marks 

conveys a title to the marks superior to that of the licensee. 


Appeal from a judgment of the trial term, New York County. 
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Before INGRAHAM, P. J., and McLAuGHLIN, LAUGHLIN, 
CLARKE, and Scorr, JJ. 


D. Anthony Usina, of New York City, for plaintiff. 
I,. J. Frey, of New York City, for defendant. 


LAUGHLIN, J.—This is a suit in equity to enjoin the use of 
a trade-mark or trade-name and trade label alleged to belong to 
the plaintiff, and to enjoin unfair competition. The plaintiff and 
defendant are domestic corporations. On the Ist day of Janu- 
ary, 1909, plaintiff entered into an agreement in writing with the 
E. J. Winslow Company, an Illinois corporation, which had an 
established business in Chicago and elsewhere, described in the 
contract asS— 


“consisting of waterproofing and damp-proofing of concrete or masonry 
walls, foundations, basements, tunnels, etc., with especially prepared coat- 
ings known as ‘Hydrolithic Plasters or Stuccos’ and as ‘Hydrolithic Brush 
and Spray and Weather-proof Coatings, and of constructing waterproof 
cement floors and bulkheads of a special design for which patents are 
pending.” 

The agreement recites that the plaintiff was “desirous of 
acquiring rights, license, and authority to practice such business 
within the territory” therein specified, and “to acquire and carry 
out contracts for the performance of work by the methods and 
devices employed, or which as improvements may be employed, 
by the party of the first part,” and the Winslow Company thereby 
authorized and licensed the plaintiff “to solicit and perform in 
its own name hydrolithic coating and construction work as has 
hereinbefore been set forth,’ in certain states therein specified, 
for the period of five years from the date thereof, in considera- 
tion of royalties therein agreed to be paid by the plaintiff. The 
plaintiff agreed to endeavor to create a demand for hydrolithic 
coatings and constructions, to make all contracts in its own name, 
to notify the licensor of the making of contracts, and that it 
would not become interested in any other system of waterproof- 
ing during the period specified, and would communicate to the 
licensor all information it received concerning rival systems, and 
assist in improving the system of the licensor, and that it would 
prominently stamp all of its work with the words “Winslow’s 
Hydrolithic System,” and that it would solicit all of its business 
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as that of “Winslow's Hydrolithic Coatings and Constructions.” 
The licensor agreed to furnish at cost the hydrolithic material 
required by the licensee, and sufficient advertising matter descrip- 
tive of its system; and it was expressly agreed that, in the event 
that the licensor should be unable to furnish the material as 
therein provided, the licensee should have the right to demand 
the formula for preparing materials, and it should be the duty 
of the licensor to de‘iver the same. It was further provided that 
the agreement might be renewed by the licensee by giving six 
months’ notice, and that the licensee should have the right to 
cancel the contract on six months’ notice, after the expiration of 
the first year. The agreement contained a provision obligating 
the licensee to defend any letters patent “included within the 
license,” and in the event that the licensee should be sued for an 
alleged infringement of another patent, growing out of its use 
of “any process or apparatus or improvement therein” patented 
and included within the license, the licensor should at its own 
expense assume and conduct the defense, and save the licensee 
harmiess. The contract further obligated the licensee, in the 
event of a suit for infringement, and on notice from the licensor, 
to discontinue the use of “the alleged infringing process or ap- 
paratus”’ until the suit should be ended, or the licensor consented 
to the resumption of such use; but the licensee was to continue 
to perform the contract, unless released therefrom by the licensor, 
or duly enjoined by a court. The final paragraph of the agree- 


ment was as follows: 


“The party of the second part shall not, during the continuance of 
this license or thereafter, question, dispute, attack in any way, manner, 
or form in defense of any suit or otherwise question the validity of said 
letters patent or the invention of the patentee thereunder.” 


This agreement was modified by another agreement in writ- 
ing on the 11th day of February, 1907, by eliminating the pro- 
vision authorizing the licensee to terminate the agreement on 
six months’ notice, after the expiration of the first year, and by 
providing that the licensor should furnish at cost price “dry hydro- 
lithic powder,” and permit the licensee to use the same in the 
manufacture of hydrolithic coating with the privilege of pur- 
chasing the other materials elsewhere, and by further providing 
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that the licensee should not have the right to advertise and repre- 
sent itself as the manufacturer of hydrolithic coating, or hydro- 
lithic cement, or that it has or operates a factory therefor, or that 
it has hydrolithic coating or cement for sale, and by prohibiting 
the licensee from selling or parting with hydrolithic powder, 
otherwise than as united and mixed with other materials in ac- 
cordance with the formula to be furnished by the licensor, and 
by providing that the licensee should endeavor to prevent its 
agents, or others, from discovering a knowledge of the chemical 
composition of. the hydrolithic powder, and that the licensee 
should use only the trade-mark of the licensor on the packages 
and sacks in the transportation of any hydrolithic products. 

Neither contract contains any other reference to letters pat 
ent. Prior to the incorporation of the E. J. Wins'ow Company, 
K. J. Winslow had been engaged in the same line of business, 
and owned a secret process for making cement compounds, which, 
according to his testimony, he licensed the company to use, t 
gether with the trade-mark or trade-name “Hydrolithic,” during 
the life of the company, or his connection with it; but it appears 
that letters patent were subsequently obtained by the company 
for a certain “process for making cement compounds,” for an 
“apparatus for making cement compounds,” and for “a certain 
process of constructing containing vessels.” The evidence does 
not show whether or not any of these patents related to the 
secret process invented by Winslow; but Winslow’s original 
process was for a liquid hydrolithic cement, and it is conceded 
that the patents which the Winslow Company obtained did not 
relate to waterproofing. Thereafter, and on the 2d day of March, 
1909, Winslow obtained a patent in his own right cn a process 
“for imparting superior waterproofing qualities to ordinary hy- 
draulic cement,” consisting of a hydrolithic powder, for which 
he applied on August 16, 190%. 


The parties entered upon the performance of the agreement 


licensing the plaintiff, and of the agreement modifying the same, 
and continued to perform them in all respects, excepting as will 
be presently pointed out, unti] the 16th of April, 1908, when 
a petition in bankruptcy was filed against the Winslow Com- 


pany, and a receiver in bankruptcy was appointed for it. It was 
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thereafter, and on the 29th day of the same month, duly adjudged 
a bankrupt, and the receiver was appointed trustee. About three 
months prior to said 16th day of April, 1908, the plaintiff, in 
violation of its agreement, caused the hydrolithic powder, sup- 
plied to it by the licensor, to be chemically analyzed, whereby it 
became acquainted with the ingredients thereof. It attempts 
to justify this upon the ground that it had been notified that 
it was infringing another patent, and it claims to have been con- 
vinced of this on making the analysis. Upon the appointment of 
the receiver in bankruptcy, the licensor discontinued the manu- 
facture and sale of waterproofing cement and coatings, and dis- 
continued the use of the trade-name, trade-mark, and label which 
had theretofore been used by it and by the licensee. The evidence 
is uncontroverted that Winslow, prior to the organization of the 
Winslow Company, used the word “Hydrolithic’” in connection 
with the cement which he manufactured, and the cement became 
known to the trade by that name. 

The trial court also found that Winslow had, prior to that 
time, adopted as a trade label a picture of a desert scene, with 
three pyramids, surrounded by two concentric circles, in which 
appeared at the top the words, “Dry as the Desert,” and at the 
bottom the words, “Permanent as the Pryamids,” and outside 
the circles at the top appeared the words, “The Hydrolithic Sys- 
tem,” and at the bottom the words, “E. J. Winslow Co.” There 
is a conflict in the evidence on this point. It is contended in 
behalf of the plaintiff that it invented and exclusively used this 
desert scene label. It is uncontroverted, however, that it was 
taken from a similar emblem on the letter heads of the licensor, 
and it was used exclusively in connection with its products, and 
by the licensee while acting under the license, and there is, be- 
yond this, evidence that it was designed as a trade-mark or 


trade label by the licensor; the idea having been suggested by the 
picture on a pamphlet issued by plaintiff in advertising this 
cement. 


In these circumstances, the plaintiff could acquire no right 
to this desert scene label, thus used in connection with the 
Winslow Company’s goods. Upon the appointment of the re- 
ceiver in bankruptcy, the plaintiff caused to be made for it, 
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5 
pursuant to the formula which it had obtained by said analysis, 
waterproofing material identical with the material formerly sup- 
plied to it by the Winslow Company, and has ever since carried 
on the business of supplying said material, and applying the same 
to structures to be waterproofed; and it has used the term “Hy- 
drolithic” as its own trade-mark, and in stamping its goods has 
substituted its own name for the name of the Winslow Company, 
and has used the desert scene label as its own on tags attached 
to the packages and sacks. It has also solicited and transacted 
this business in its own name, and it has paid no royalties under 
the contract since the Winslow Company ceased furnishing ma- 
terial pursuant to the contract, and it has had the word “Hydro- 
lithic’ registered in the United States patent office at Washington 
as its own trade-mark in connection with said business. 

On or about the 1st day of December, 1908, the trustee in 
bankruptcy, pursuant to an order of the court, made a settle- 
ment with the plaintiff in full and complete satisfaction of all 
claims and demands of the bankrupt company against the plain- 
tiff “upon open account or arising out of or under the contracts 
of January 1, 1905, and February 11, 1907.’ On the filing of 
the petition in bankruptcy, E.. J. Winslow resumed the manufac- 
ture and sale of this cement, and used said trade-mark, trade- 
name, and label in connection therewith, and occupied the offices 
occupied by the bankrupt company until its failure. It appears 
by the testimony of the vice-president of the plaintiff that the 
contracts were canceled, but no date is given. It was not shown 
that the plaintiff gave any notice of its election to cancel the 
contract on account of the licensor’s inability to perform; but 
the contract must be deemed to have been canceled by said set- 
tlement agreement, if not before. 

The plaintiff has brought this action upon the theory that 
it owns the trade-mark or trade-name and label. It has, however, 
produced no evidence of title, or even license. The only theory 
upon which it claims title is that they were abandoned by the 
trustee in bankruptcy, by his failure to continue to use them, or 
to sell them when he sold other personal property of the bank- 
rupt company. It appears that on the 25th day of June, 1908, 
pursuant to an order of the federal court, the trustee sold to one 
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Reithel all his right, title, and interest, as trustee, in and to the 
personal property of the bankrupt company, set forth, enumerated, 
and described in his inventory then on file, and in and to the 
patented process and apparatus for making cement compounds, 
to which reference has been made as having been issued to the 
bankrupt company, together with other letters patent, not material 
to the questions presented for decision. 

It is contended, in behalf of the plaintiff, that inasmuch as 
the trade-mark or trade-name and label and good will of the 
business were not sold with the other personal property, they 
were abandoned, and that the plaintiff was at liberty to appropri- 
ate them, as it did. That proposition is not tenable. If Winslow 
merely licensed the company to use “Hydrolithic” in connection 
with selling cement manufactured pursuant to his secret formula, 
then on the termination of the license he would have the right 
to resume the use of both formula and trade-mark or trade-name. 
Cutter v. Gudebrod, 44 App. Div., 605, 61 N. Y. Supp., 225, 
affirmed, 168 N. Y., 512, 61 N. E., 887; Godillot v. American G. 
Co. (C. C.), 71 Fed., 873; Batcheller v. Thompson, 93 Fed., 661, 


35 C. C. A., 532. If they were assigned to the company, then 


they were either sold by the trustee with the other property, or 


the right to use them passed with it as an incident to the sale, 
or title thereto remained in the trustee. 

There is no theory upon which it can be maintained that 
there was any intention on the part of the trustee to abandon 
the good will of the business, or the trade-mark and label, even 
if he could have done so as against the rights of creditors, which 
is a point upon which no opinion is expressed. Moreover, sub- 
sequent events show that such was not his intention. On the 
13th day of April, 19c9, an application was duly made to the 
court by the trustee for leave to sell the go od will of the business 
and his right, title, and interest in and to said trade-mark or 
trade-name and label, and he was duly authorized to sell the 
same, and did sell said property to the defendant, a corporation 
organized under the laws of New York, on the 21st day of 
December, 1908, for the sum of $50. On the incorporation of 
the defendant, it succeeded Winslow in conducting the business 
he had been conducting since the failure of the Winslow Com- 
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pany, by the consent and license of Winslow, if not by formal 
assignment of his interest in the good will, trade-marks, and trade 
label, and his patent. It appears that the other personal property, 
which had been theretofore sold by the trustee in bankruptcy to 
Reithel, was transferred by him to three individuals, two of 
whom assigned their right, title, and interest to the third, one 
Pronger, who is not a party to this action, and in whom, so far 
as the record shows, the title is still vested. Reithel subsequently 
attempted to assign any right, title, and interest that he might 
have in the good will, and in the trade-mark and label, to the 
defendant; but we attach no importance to that instrument, for 
we think he had already parted with a!l the title he had acquired, 
which, as we construe the evidence, did not include the trade- 
mark or trade-name and label. The defendant has some evi- 
dence of title and of right to continue this business, using said 
trade-mark or trade-name and label, and its title and right are 
sufficient to prevail against the plaintiff. 

We are of opinion, therefore, that the learned trial court was 
right in dismissing the complaint; but the counterclaim should 
not have been wholly dismissed. Since the purchaser of the other 
personal property, including the patents for the cement com- 
pounds, but not the patent subsequently acquired by Winslow 
individually for the hydrolithic powder, is not before the court, 
and Winslow individually is not a party, we refrain from ex- 
pressing an opinion on the question as to whether their property 
rights have been invaded by the acts of the plaintiff in the prem- 
ises, and we express no opinion with respect to the value, or 
ownership, of the good will, or whether the value of the trade- 
mark or trade-name and trade label is affected, or to what extent 
it is affected, by the fact that the ownership of the patents with 
respect to which they were used is outstanding in another. See 
Matter of Jaysce Construction Co., Bankrupt (U. S. Dist. Ct., 
S. Dist. of N. Y., Nov. 9, 1911), 199 Fed., Dec. 5 or 12, and 
Mayer Fertilizer & Junk Co. v. Va. Chemical Co., 156 O. G., 
539. 

It appears by the testimony of one witness that the trade- 
mark and label, distinct from the business, are exceedingly val- 
uable. The trial court might have required that said Pronger 
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and Winslow be brought in as parties to an accounting by the 


plaintiff under the defendant's counterclaim; but, since they were 


not brought in, I am of opinion that we should refrain from or- 
dering an accounting, leaving the question with respect to dam- 
ages, if it should be important, to be determined in another 
action, to which they may be parties; for it is evident that 
questions may arise with respect to whether the good will sur- 
vived the transfer of the other property, particularly the patents, 
and with respect to its value, in view of such former sale, if it 
did pass to the defendant, and whether Winslow still has any 
interest. 

I think, however, that the court should have ordered judg- 
ment for the defendant on the counterclaim, to the extent of 
enjoining the plaintiff from using the trade device, or name, or 
mark, and desert scene label, and advertising itself as the suc- 
cessor to the Winslow Company, for, however the title, or rights, 
or interest of the defendant may be affected by the outstanding 
ownership of said patents, its title or right to use them is good 
as against the plaintiff. 

In view of the amendment to Section 1317 of the Code of 
Civil Procedure, made by Chapter 380 of the laws of 1912, this 
being an equity action, we think that this court is now authorized 
to make the final judgment as it should be, without ordering a 
new trial, even though it does not accept all of the findings made 
by the trial court, and without formally making new or additional 
findings or conclusions of law. See Bonnette v. Molloy, 138 
N. Y. Supp., 67, decided herewith. 

It follows that the sixth finding of fact, contained in the 
decision, in so far as it finds that the E. J. Winslow Company 
owned the trade-name, or trade-mark, “Hydrolithic,” should be 
reversed, and the forty-fifth finding, contained in the decision, 
and the third finding of fact, made at plaintiff's request, relating 
to defendant’s counterclaim, should be reversed im toto, and the 
judgment dismissing the counterclaim should be modified, by 
granting judgment, with costs, in favor of the defendant on its 
counterclaim, to the extent of enjoining the plaintiff from in any 
manner using said trade-name or trade-mark and label, and 
from advertising, or otherwise holding itself out, as the successor 
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in business to the said Winslow Company, and, as thus modified, 
affirmed, without costs of this appeal. All concur. 















PrEss PUBLISHING Co. v. Levi Bros. & Co. 


Special Term, Kings County, December 19, 1912. 






















UneFAik TRADE—INSERTION OF ADVERTISING SHEETS IN NEWSPAPERS. 

The insertion in newspapers of advertising sheets so printed as 
to be likely to be mistaken by the public for a part of the advertising 
pages of the paper and the distribution thereot to purchasers of the 
paper is an unlawful invasion of its owner’s right in the good will of 
his paper as an advertising medium and should be enjoined. 


In equity. On motion for a preliminary injunction. 


Morris & Plant, for plaintiff. 
Latson, Tamblyn & Pickard, for defendant. 


STAPLETON, J.—This is an application for an injunction or- 
der restraining the defendant, its officers, agents and employees, 
during the pendency of this action and until the further order 
of the court, from directly or indirectly interfering with news- 
papers published by the plaintiff and from directly or indirectly 
inserting or folding in and delivering, with the newspapers pub- 
lished by the plaintiff, to the readers, subscribers and purchasers 
thereof, or to the public, any pages, sheets, circulars, handbills, 
advertisements or foreign matter whatsoever, and from directly 
or indirectly causing the same to be done. The justice granting 







the order to show cause enjoined the defendant until the hearing 
and decision of this application. The plaintiff is a domestic 
corporation. It is the publisher of a newspaper, “The World.” 
It issues its publications daily, including Sunday, and on days 
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other than Sunday it issues a morning and evening edition. It 


vat 


has established a circulation for its newspapers of 386,130 for 
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its morning edition, 398,479 for its evening edition, and 470,435 
for its Sunday edition. The paramount profitable feature of 
its business is its availability and serviceability as an advertising 
medium. It enjoys a favorable reputation for success as such. 
Its success as a business enterprise is almost dependent upon the 
profits realized from the advertisements which it carries in its 
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publications. Its position as a valuable advertising medium has 
been attained by the expenditure of large sums of money and 
the exercise of that peculiar skill and enterprise which catch 
the attention and secure the patronage of the reading public 
in these days. The defendant is a business corporation, and con- 
ducts in the Borough of Brooklyn a department store known as 
“The Berlin.” The act of the defendant, of which the plaintiff 
complains, is that it causes the local dealers to whom the plaintiff 
sells its newspapers, for the obvious general purpose of distribu- 
tion to the readers, to insert within each newspaper a sheet of 
matter, printed on both sides, containing an advertisement of 
defendant’s business. The character of the sheet as to size is 
practically the same as the sheets within which it is folded, and 
it closely resembles the advertising sheets of the newspaper as 
to typography and general structure. The notable and claimed 
by the defendant to be the distinguishable difference is that while 
plaintiff's newspaper is printed with black ink on white paper 
the inserted sheet is printed with black ink on green colored paper. 
At the top of the inserted sheet is the inscription: “This publica 
tion is not a part of any newspaper. The Berlin Messenger.” 
The method by which the defendant's design is accomplished is 
that it contracts with a third person to cause the insertion and 
the delivery to be made, and that third person contracts with 
the local distributing dealers to do the actual work of insertion 
and delivery. [oth intermediaries act for compensation. The 
plaintiff claims that the act constitutes an unlawful interference, 
to its injury and damage, with its business as the publisher of a 
modern newspaper, the prosperity of which is so largely depend- 


ent upon the advertising feature of its enterprise. The defendant 


contends that it is pursuing a fair and lawful purpose; that 
the plaintiff, having absoiuiely sold the particular print of its 


newspaper—that is, the con:modity—has no reason to complain, 
as it has no right to complain, as it has no right to project its con- 
trol beyond its original sale, as the power to do so was not reserved 
by express agreement at the time of the sale by this plaintiff, 
through intermediaries, to the local distributing dealer. The sale 
by a publisher of newspapers to a newsdealer is distinguishable 
in many respects from the sale of other marketable commodities, 
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as, for instance, clothing and groceries. Producers of the latter 
have in them no interest that extends bevond the sale to the 
distributor, while in the case of a newspaper it is to the inter- 
est of the publisher that it be not surreptitiously cumbered with 
extraneous matter, as it is to the interest of the advertisers that 
its contents be not depleted. The sale is for circulation, and 
that the publication be distributed in form and substance as issued, 
without improper or unfair addition, subtraction or defacement, 
is implied from the circumstances of the transaction. The sale 
of the commodity by the plaintiff does not involve the impairment 
or destruction of its right to protect and control its advertising 
business. Could the defendant before distribution leave out any 
part of the advertising pages?’ If the publisher has no control 
which survives the sale, | can not see why this could not be done 
with impunity. The statement that it could be done is destructive 
of its own soundness in any system of jurisprudence having jus- 
tice for its object. The plaintiff has a business of value, the char 
acter of which is peculiar and the essence of which ts its adver 
tising capacity. It has the right to send its print through the 
ordinary channels of fair dealing, unobstructed by the imposition 
of any device having an unjust purpose, it matters not how in 
genious the design or how plausible the disclaimer of an intent 
unlawfully to interfere. The obvious purpose of the defendant 
was not alone to secure distribution of its advertising matter, 
but to tack such matter on to defendant's publication, to impress 
some persons with the belief that it was part of the newspaper, 
to trade on the favorable reputation of the plaintiff m an unfair 
and fraudulent manner by the use of an ingenious device which, 
unless the design be as suggested, is otherwise purposeless. What 
was the purpose of the defendant in resorting to the device? 
Why the similitude between its sheets and plaintiff’s pages? Why 
the physical incorporation of its sheet within the folds of the 
newspaper at the time of distribution? Why the imperfect at- 
tempt to warn in print that the similarity should not be taken 
for that which it appears to be. The scheme is plainly a design 
to deceive the ordinary reader, casually reading, into believing 
that an extensive advertisement of the defendant is printed in a 
newspaper of recognized efficiency as an advertising medium. It 
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is not essential that the simulation be perfect and complete if it 


be such a resemblance as will probably deceive the ordinary 


reader, giving such attention to it as is ordinarily given. Unfair 
competition in business, conducted with the intent on the part of 
the unfair competitor to avail himself of the reputation of his 
competitor and to palm off his goods as those of the other, has 
in proper cases constituted ground for equitable relief (Storey's 
Equity Jurisprudence, Vol. 1, Secs. 943 to 959, and cases cited; 
McLean v. Fleming, 96 U. S., 245; Snowden v. Noah, Hopkins’ 
Chancery Report, 395; Il aterman v. Shipman, 130 N. Y., 309, 
310, 312; | ulcan v. Meyers, 139 N. Y., 364, 307, 308; McLaugh- 
lin v. Singer, 33 A. D., 185; Dutton & Co. v. Cuppels, 117 A. D., 
172; Newton Co. v. Erickson, 70 Misc., 291; Barr v. Essex 
Trades’ Council, 53 N. J. Eq., tot, 112; Gray v. Building 
Trades’ Council, 91 Minn., 171; Mastell v. Flanagan, 2 Abb. Pr., 
N.5.. 459). The device of the defendant is doubtless of modern 
origin, and the invocation of equity by the plaintiff original, and 
it is not remarkable that the industry of counsel has been unable 
to present authority of precise application. The jurisdiction of 
this court to interfere by injunction must arise from conditions 
which involve well established grounds of equity jurisdiction, 
and the inability of the court to create rights or initiate new 
powers or privileges must be firmly recognized and _ faithfully 
remembered. * * * It is sufficient if the case in question 
is covered by principle. In Gray v. Building Trades’ Council 
(supra) the court said: 

“A person’s occupation or calling, by means of which he earns a 
livelihood and endeavors to better his condition and to provide for and 
support himself and those dependent upon him, is properly within the 
meaning of the law, and entitled to protection as such; and as conducted 
by the merchant, by the capitalist, by the contractor or laborer, 1s, aside 
from the goods, chattels, money or effects employed and used in con- 
nection therewith, property in every sense of the word. * * * It is 


the plaintiff's business as a whole that the law protects and not some 
particular transaction involved therein.” 


In McLean v. Fleming (supra) Mr. Justice Clifford said: 


“Nor is it necessary, in order to give a right to an injunction, that a 
specific trade-mark should be infringed; but it is sufficient that the court 
is satisfied that there was an intent on the part of the respondent to palm 
off his goods as the goods of the complainant, and that he persists in so 
doing after being requested to desist (MWollen v. Ratcliff, 1 Hem. & H., 
250). * * Chancery protects trade-marks on the ground that a party 
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shall not be permitted to sell his own goods as the goods of another, and 
therefore he will not be permitted to use the names, marks, letters, or 
other indicia of another, by which he may palm off his own goods to 
purchase as the manufacture of another (Croft v. Day, 7 Beav., 84; Perry 


v. Truefitt, 6 id., 66; Newman vy. Alford, 51 N. Y., 192).” 


The principles hereinbefore adverted to have been generally 


applied to cases of unfair competition, strictly speaking, not be- 
cause they were exclusively applicable to that class of cases, but 
because they were principles of equity jurisprudence and as such 
were applicable to those cases. They are equally appropriate 
to the state of facts presented in this case, where the parties 
are not, strictly speaking, competitors in business. In my judg- 
ment equity should restrain not only the actual competitor in 
the advertising business, but the person who has contracted with 
him to do the unlawful act (see Sammons v. City of Gloversville, 
34 Misc., 459, 461, affirmed, 175 N. Y., 346; Materne v. Horwits, 
101 N. Y., 4€9, 471). ‘The cases hereinbefore cited demonstrate 
the jurisdiction of equity, applied to a variety of situations, to 
protect property from the consequences of injury and damage at- 
tributable to unfair business conduct and methods. In a case 
where it is quite apparent that no substantially different state of 
facts wil be developed upon the trial from those presented upon 
the motion for a temporary injunction crder, and where there is 
little or no dispute as to any material fact, the difference between 
the parties resulting from the different deductions and conclu- 
sions which they respectively draw from the facts, and the crucial 
and decisive evidence is physical evidence, the propriety of issu- 
ing a preliminary injunction should be determined upon the 
motion (Dutton & Co. v. Cupples, 117 A. D., 172, 174). The 
plaintiff may enter an order restraining the defendant during the 
pendency of the action from directly or indirect!y inserting or 
folding in and delivering, with the newspapers published by the 
plaintiff, to the readers, subscribers and purchasers thereof, or 
to the public, any page or sheet which is similar as to typography 
and general structure to the sheets of the newspaper. The scope 
of the injunction is thus limited, as that is the only question 
properly before me for determination. The plaintiff will be re- 
quired to file a bond in the sum of $5,000. Settle order on two 
days’ notice. 
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COURT OF APPEALS OF ‘THE DISTRICT OF COLUMBIA 
IN RE EAGLE PENciL CoMPANY. 
(185.0: GCG. 1383.) 
December 2, 1912. 


CONFLICTING MARKS—CIRCUMFERENTIAL BANDS OF CONTRASTING COLOR 

A trade-mark for pen and pencil holders, consisting of a circum 
ferential band of red color contrasting with a yellow or gilt color, 
is properly refused registration, in view of the prior registration of 
marks consisting of circumferential bands of different colors applied to 
goods of the same descriptive properties. 


For the decision of the commissioner of patents, see Re- 
porter, Vol. I, p. 217. 


Mr. Marcellus Bailey, for the appellant. 
Mr. W.S. Ruckman, for the commissioner of patents. 


VAN OrsbEL, J.—This is an appeal from the refusal of the 
commissioner of patents to register a trade-mark— 


for pen and pencil holders, pen-holders, pencil-holders, point protectors, 
rubber erasers and pencil lengtheners, 


described by appellant as follows: 


The trade-mark consists of a circumferential band of red color con 
trasting with a yellow or gilt color on each side thereof, and produced 
upon the body of the holder or other article as shown in the a°-companving 
drawing, which represents a metallic pencil holder having a band of red 
color, the body on each side thereof being of vellow or gilt color as above 
specified. 

Registration was refused on the ground that the mark is 
anticipated by marks of Eberhard Faber and the American Lead 
Pencil Company. An examination of the references discloses 
marks consisting of circumferential bands of uniform width and 
of different colors applied to lead-penci's, pencil-holders, pen- 
holders, point-protectors, etc., goods of the same character as 
those to which appellant applies its mark. 


With this statement, discussion of the merits is unnecessary, 


since the decision of the commissioner must be affirmed on the 
authority of Leschen & Sons Rope Co. v. Broderick & Bascom Co. 
(36 App. D. C., 451). 

The decision of the commissioner of patents is affirmed, and 
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the clerk is directed to certify these proceedings as by law re- 
quired. 


COMMISSIONER OF PATENTS 


Tut Keystone Paint & Fitter Co. v. NATIONAL LEAD & O14 


Goops OF THE SAME DeEscrIPTii s—“BracK FILLER” AND 


“Write LEAD AND OXIDs O1 


“Black filler,” used for giving a smooth surface to the wood upon 
which the finishing coats are placed and as an ingredient for certain 


kinds of paint, is of the same descriptive properties as “white lead and 
oxids of lead.” 

Mr. Frederick W. Barker and Mr. Percy H. Moore, for The 

Keystone Paint & Filler Co. 

Mi Christy & Christy, for National Lead & Oil Co. 

Mr. J. Nota McGil!, for Keystone Varnish Co. 

Vr. Leon Pupat, pro se 

Mr. J. Nota McGill, for Lines. 


TENNANT, Assistant Commissioner.—This is an appeal by 
The Keystone Paint & Filler Co. from a decision of the examiner 
of interferences, holding that it if not entitled to register the mark 
for which it has made application. 

All the parties to this interference except The Keystone 
Paint & Filler Co. are registrants. Testimony was taken only 


by The Keystone Paint & Filer Co. and the National Lead & 


Oil Co. The examiner of interferences held that the latter had 


established a date of use of the mark in issue on white lead and 
oxids of lead prior to the date of use established by The Keystone 
lared 
The Keystone Paint & Filler Co. sought registration of the mark 


Paint & Filler Co. At the time the interference was dec 


as applied to— 


black filler, a ground material in drv form; black lead, a pigment 


paste torm 
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After the interference was declared, The Keystone Paint & 
Filler Co. moved to dissolve the same and proposed to limit its 
application to “black filler” alone. The examiner of trade-marks 
refused to dissolve the intereference, holding that if the amend- 
ment were entered, the goods would still be of the same character 
as those covered by the registrations of the other parties. 

On this appeal it is not contended on behalf of The Key- 
stone Paint & Filler Co. that the examiner of interferences was 
in error as to the relative dates of use established, but it 1s 
contended that, notwithstanding that The Keystone Paint & Filler 
Co. did not prove adoption and priority of use, it is still entitled 
to register on the ground that the merchandise to which its appli- 
cation is now limited—namely, “black filler’—is not of the same 
descriptive properties as the goods of the National Lead & Oil Co. 


In deciding the motion to dissolve, the examiner of inter- 
ferences quoted from The Chemistry and Technology of Mixed 
Paints, by Toch, as showing that a filler is a common and usual 


ingredient of paints and that therefore under the authority of 
the Phoenix Paint & Varnish Co. v. John T. Lewis & Bro. (139 
O. G., 999; 32 App. D. C., 285), the goods of The Keystone 
Paint & Filler Co. were of the same descriptive properties as 
those of the other parties to the interference. 

It appears from the testimony taken on behalf of The Key- 
stone Paint & Filler Co. that “black filler” is used largely in the 
painting of carriages and automobiles for giving a smooth sur- 
face to the wood upon which the finishing coats are placed. It 
also appears that this black filler is sometimes used as a roof 
paint and that lead paints are also used in carriage-painting in 
the same manner as “black filler” is used. In one of the circu- 
lars filed in the application of The Keystone Paint & Filler Co. 
the following appears: 


KEYSTONE BLACK FILLER NO. I. 
This exceedingly fine grade of filler is admirably adapted to tinting 


colors for house and fresco painting. Many beautiful tints can be pro- 
duced from its use, all of which are clear toned and will not fade. 


This statement shows clearly that the black filler is designed 
to be used as an ingredient of certain kinds of paints. 





EX PARTE, THE GAMEWELL FIRE-ALARM TELEGRAPH CO. 67 


In view of the testimony above referred to and the state- 
ment on the circular above quoted it is held that “black filler” 
constitutes goods of the same descriptive properties as the goods 
of the National Lead & Oil Co. and that, as the latter was the first 
to adopt and use the mark in issue, registration was properly re- 
fused to The Keystone Paint & Filler Co. 


The decision of the examiner of interferences is affirmed. 
Ex PARTE, THE GAMEWELL FIRE-ALARM TELEGRAPH COMPANY 


December 4, 1Ql2. 


TRADE-M ARK—REGISTRABII 
\ mere ornamental structural feature of the door of a box for 
police telegraph apparatus is not registrable as a mark for such boxes 


Messrs. Dyer & Dyer, for the applicant. 


Moorr, Commissioner.—This is an appeal from a decision 
of the examiner of trade-marks refusing to register a_ trade- 
mark for electric apparatus for police-signaling. 

This mark is shown in a substitute drawing filed June 29, 
1910, and in an amendment filed with the brief on this appeal is 
described as follows: 

The trade-mark is a figure consisting of straight sides, and curved 
top and bottom, formed of two parallel lines 

The examiner of trade-marks refused registration on the 
ground that the use of the alleged mark as a trade-mark has not 
been established, that the specimens do not show use of the mark 
as a trade-mark, and that the alleged mark is a mere fragment 
of a police signal-box and not a distinctive mark of origin or 
ownership. 


As originally filed, the drawing showed a police telegraph 


box, and the description of the mark given and the manner of 
applying it were as follows: 


The trade-mark consists in making the box in rectangular shape with 
curved corners and curved top and bottom. Close to the edges is an 
ornamental border of the same configuration as the outside of the box. 
Near the top is the representation of a hand grasping a sheaf of bolts 
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of lightning. Below this appear the words “Police Telegraph.” Between 
these two words appear the words “Citizens’ Key.” Under the word 
“Telegraph” is a rectangle in which is placed the number of the box. Be- 
low this appear the words “The Gamewell Co., New York.” Under this 
is a ‘flourish. 

‘ * k * 


The trade-mark is usually displayed by making the call boxes of the 


configuration of the mark and forming the emblems and words in relief 

This mark was refused registration on the ground that it 
consisted merely in a picture of the goods and, after further 
prosecuticn, cn the ground that it was a mere representation of 
the goods. Subsequently a declaration under the ten-year clause 
was filed; but the mark was still refused registration on the 
ground that no use of the alleged mark as a trade-mark had been 
shown. 

The statement that the mark sought to be registered is a 
representation of the goods is hardly correct, since what appli- 
cant originally scught was to register the box in which the po ice 


telegraph apparatus was placed as a trade-mark for such ap- 


paratus. It 1s believed to be clear that this mark is not registrable 
even under the ten-year proviso, since in no sense can it be held 
to have been used as a trade-mark, and applicant has acquiesced 
in this holding by filing the substitute drawing. 

The contention now is that the so-called “mark,” which in 
fact is the double line of beading around the door of the tele- 
graph box, has been used as a trade-mark and is applied to the 
goods by casting it thereon in the manufacture of the door. 

The mere size of a mark does not make it non-registrable ; 
nor does the fact that it is applied to the goods by being made 
integral therewith in the process of manufacture. It is essential, 
however, to registration, even under the ten-year clause, that 


the so-called “mark” sha'l have been used as a trade-mark. There 
is nothing in this record to show that this so-called “‘mark’” was 
ever used as a trade-mark. It is not included in the original de 


scription of what constituted applicant’s mark; nor has any 
affidavit been filed that the mark shown on the substitute draw- 
ing was, in fact, regarded by the officers of the applicant com- 
pany as a trade-mark. While in a sense the mark shown in this 
drawing may be said to consist in a figure having straight sides 
and a curved top and bottom formed of parallel lines, when taken 
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in connection with the specimens fi‘ed it is evident that this mark 
is merely an ornamental feature of a door of a telegraph box and 
can have no significance as identifying the gcods of this appli- 
cant. It is, as stated by the examiner, a mere fragment of a police 
signal-box. 

The examiner was clearly right in holding the mark not 
registrable, and his decision is affirmed. 


UnpbERWoOD TYPEWRITER COMPANY v. THE UNIVERSAL STENO- 
TYPE Co. 


(185 O. G., 526.) 


November 8, 1972. 


, 


CONFLICTING MARKS 
A mark consisting of a monogram of the letters “U” and “T” does 


not sufficiently differ from a mark consisting of a monogram of the 
letters “T,” “U,” “S,” and the abbreviation “Co.,” the configuration of 
the letters “U” and “T” in the latter mark closely resembling that of 
these letters in the mark of the opposer, to justify sustaining a de 
murrer to a notice of opposition on the ground of the non-similarity 
of the marks. 


Messrs. Briesen & Knauth, for Underwood Typewriter Com- 
pany. 
Mr. Henry A. Seymour, for The Universal Stenotype Co. 


Moore, Commissioner.—This is an appeal by the Underwood 
Typewriter Company from the decision of the examiner of in- 
terferences sustaining the demurrer of The Universal Stenotype 
Co. and dismissing the notice of opposition filed by the Under- 
wood Typewriter Company. 


The Universal Stenotype Co. has filed an application for 


the registration of a mark consisting of a monogram made up 
of the letters “T,” “U,” “S,” and the abbreviation “Co.” as a 
trade-mark for typewriting machines. It is alleged in the notice 
of opposition filed by the Underwood Typewriter Company that 
applicant’s registration and use of its alleged mark would cause 
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confusion in the trade and would lead the public to believe the 
typewriting machines bearing said mark were the output and 
product of the opposer on account of the close resemblance of 
applicant’s mark to opposer’s registered marks Nos. 40,805, 68,- 
292, and 68,628 for typewriting machines and parts thereof. 
Opposer’s registration No. 40,805 is a monogram made up of 
the letters “U” and “T.” Its registration No. 68,292 is also a 
monogram consisting of the letters “U” and “T,” but differently 
shaded from the first mentioned mark. Its registration No. 
68,628 is a monogram consisting of the letters “U” and “T,” 
together with a pictorial representation of a typewriting ma- 
chine. 

The demurrer filed by The Universal Stenotype Co. to the 
notice of opposition alleges as the sole ground why the opposi- 
tion should be dismissed that— 


the two marks are so unlike, both as to the letters used and the manner of 
arranging said letters, that no confusion can arise by the use by applicant 
of its published trade-mark, and no damage or injury can result to the 
opposer, by such use by the applicant. 


The examiner of interferences sustained the demurrer and 
dismissed the opposition upon the ground that the addition of 
the letter “S” and the abbreviation “Co.” to appellant’s mark 
sufficiently distinguished [the respondent’s mark] therefrom to 
avoid confusion. 


In this holding the examiner of interferences is believed to 
be in error. The configuration of the letters “U” and “T”’ in 
applicant's mark very closely resembles the form of these let- 
ters as used by opposer. It is true that applicant has added and 
prominently displayed the letter “S’’ and less prominently the 
abbreviation “Co.” It is not thought, however, that this differ- 
ence sufficiently distinguishes the marks under the laws as inter- 
preted in the following decisions: 

In the case of The William Lea & Sons Company v. H. C. 
Cole & Company (135 O. G., 893), it was held that there was not 
sufficient difference between the marks “F F F” and “F F F G” 
to avoid confusion or to render each mark registrable. 

In the case of Godillot v. American Grocery Co. (71 Fed. 
Rep., 873), a mark consisting of the letters “A G” combined in 
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a monogram was infringed by a monogram composed of the let- 
ters “A” and “G,” together with the abbreviation “Co.” In that 
case the court said: 

It may be, indeed, that, when the two monograms are laid side by 


side for inspection, they are distinguishable from each other. But, as 
we have seen, this is not the true test of infringement. 
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In the case of the American Tin Plate Co. v. Licking Roller 
Mill Co. (158 Fed. Rep., 690) a mark consisting of the letters 
“M F” in monogram and inclosed within a circle was held in- 
fringed by a mark consisting of the detached letters “M. F. H.” 

A case very similar to the present case is that of Er parte, 
Elliott Jewelry Co. (183 O. G., 1035), recently decided by the 


Tose 


ae a oe Sere eo 


acting commissioner. In that case a mark consisting of the 
letters “FE, Co.” was held not registrable over a mark composed of 
the letters “E. J. Co.” 

In the case of Carmel Vine Company v. California Winery 
(174 O. G., 586; 38 App. D. C., 1), when the mark of one party 
consisted of— 


the representation of a vineyard, herd of camels and two men bearing a 
grape— 





and the other mark consisted of the representation of two men 
bearing a bunch of grapes in a similar manner the court said: 










We think it is apparent, without argument. that the two marks are 
deceptively similar within the meaning of the statute. It goes without say- 
ing that one has no right to incorporate the mark of another as an 
essential feature of his mark. Such a practice would lead to no end of 
confusion and deprive the owner of a mark of the just protection which 
the law accords him. 












In the case of The Summit City Soap Works v. The Stand- 
ard Soap Company (174 O. G., 587; 37 App. D. C., 604), the 
court of appeals of the District of Columbia stated: 





This court has adopted a strict rule in refusing registration in all 
cases where the apparent similarity would probably lead to confusion in 
trade, holding that the field of selection for marks is so broad that no nec- 
essity exists for the invasion of one trader upon even the apparent rights 
of another, and that the broadest protection will be afforded the purchas- 
ing, consuming public by the courts. 





The decision of the examiner of interferences is reversed. 
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THE TRADE-MARK REPORTER 
EX PARTE, LAKE REGION PACKING ASSOCIATION. 


(285 0. G. 138) 


December 10, Io!2. 


ConFLICTING MARKS—DISCLAIMED FEATURES OF PRIOR REGISTRATIONS. 

The features of illustration found in the registration of a trade- 
mark which are stated to be non-essential and the right to the exclusive 
use of which is disclaimed do not bar the registration of similar 
arbitrary features, by one who has adopted and used them in a true 
trade-mark sense. 


Mr. H. C. Underwood, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 


a decision of the examiner of trade-marks refusing to register 


as a trade-mark for oranges, lemons, grape-fruit, tangerines, and 
limes the representation of a stag leaping over a barrier. This re- 
fusal was based on the registered trademark of Du Vivier and 
Co., No. 9,181, March 7, 1882, for “vegetables and fruits, either 
raw, pickled, or otherwise preserved.” 

The registered trade-mark is described as follows: 

Our trade-mark consists of the arbitrarily-selected words “Windsor 
Manor.” These have generally been arranged as shown in the accom- 
panying facsimile—that is, above the head and neck or body of a stag 
or deer, which latter in the present example is shaded by a dark back- 
ground, and above such figure is the representation of a crown. Upon 
the sides of the stag or deer are arranged branches of oaks and acorns; 
but the figure of the stag or deer, the dark background, the crown, and 
the oaks and acorns may be omitted or modified or changed at pleasure 
without materially altering the character of our trade-mark, the essential 
features of which are the words “Windsor Manor.” 

It is contended by app'icant, first, that the marks are dis- 
similar, and, second, that the examiner erred in holding that the 
part of the registered mark which is disclaimed and which the 
registrant says may be omitted, modified, or changed at pleasure 
without materially changing the trade-mark is nevertheless a 
part of the trade-mark and authorizes the rejection of another 
application which embodies the features so disclaimed. 


The examiner in his answer to this petition has carefully and 
exhaustively discussed the reasons for refusing registration in 
view of the features which are stated in the prior registration 
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to be non-essential and refers to the decision in Ex parte, Dia- Be 
mond Ink Co. (98 O. G., 1483), as a precedent for considering te 
the features disclosed in ccnnection with the representation of ae: 





the trade-mark as sufficient to warrant rejection. 






In that case application was made for the registration of 
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resembled the facsimiles of the registered mark that they would 
be likely to cause confusicn in trade by the concurrent use of 
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these devices, it being stated that 
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It is further stated in that decision: a 
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\ statement of the essential features merely calls attention to those be 
predominant and controlling features and can not in any case have the 
effect of changing that which in fact constitutes the mark lhe a 
question whether a feature is essential is one of fact, as is also the ques | tee 
tion whether it is the only arbitrary and distinctive feature of the mark 4 
} 1d : 1 ' ° 1 Le ea 
which would be impressed upon the mind of the purchasing public tay 
| as 
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It was he'd that since the facsimiles were so similar as to . 
be likely to cause confusion registration of the applicant’s mark : 
should be refused. et 

At the time that decision was rendered it was the practice a 
of the office to determine of what the essential features of an it 
applicant's mark consisted. This practice was, however, over- a 
ruled in the decision of the court of appeals /n re Standard Un- re 
derground Cable Company (123 O. G., 655), in which it was held a 
that the commissioner of patents is not vested with power to de- | * 
cide for the applicant the scope of his claimed trade-mark. In ft 





that case the court said: 








We repeat that we do not think that congress intended to confer a 
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upon the commissioner of patents authority to say to an applicant how 
much or how little of the embellishments appearing, in connection with 
what may be called the essential features of a trade-mark, form an 
actual part of the trade-mark.. Rather do we think that this right of 
selection and designation rests with the applicant. No general rule 
can possibly be applied, and where this is the case it is unwise to attempt 
to exercise a power not expressly vested in an executive officer. 


The examiner of trade-marks, however, expresses the opin- 
ion that— 


as understood, this decision has not vested in an applicant the right to 
elect what features do or do not constitute the mark where it appears 
that such election would prejudically affect a third party. (John Rutgert 
Planten v. Canton Pharmacy Co., 143 O. G., 113; Johnson vy. 


Brandau, 
139 O. G., 732; ex parte Newman, 159 O. G., 993.) 








In the first of the decisions cited by the examiner, the court 
referred to the Standard Underground Cable Company case as 
follows: 





In the Cable Co. case it was merely held that for the purpose of 
registration the applicant may determine of what his mark consists; but, 
having described and shown one thing, he can not, when the exigencies 
of the situation demand, limit his claim to a particular feature of the 
original mark. (Johnson v. Brandau, ante, 298; 139 O. G., 732.) 

By the passage of the trade-mark act congress did not intend to 
confer upon any dealer the right to register fictitious marks for the pur- 
pose of limiting and restricting the field of registration of others. When, 
therefore, the commissioner is satisfied that the applicant is attempting 
to register a particular feature of a registered mark, he should require 
evidence that the mark of the application has actually been used as a 
trade-mark. Not having limited his claims in his original application, 
the applicant can not prove statutory use of the mark of the second 
application by showing such use of the registered mark. In other words, 
proof of the use of the words “Planten’s S & C or Black Capsules,” in 
a case where those words have been registered as a trade-mark, does 
not establish the use of the words “Black Capsules” as a trade-mark, 
for the words eliminated from the registered mark, are, under the prior 
application, an essential part of that mark. 





In the case of Johnson v. Brandau it is pointed out that ap- 
plicant did not limit his claim to any particular feature of the 
drawing or claim any particular feature as the essential feature of 
his trade-mark, as he might have done, and the court held that 
the inclusion within the registration of the word “Asbestos” 
thereby made the same an essential feature of his mark, stating: 






When an applicant describes and illustrates his trade-mark and ap- 
plies for its registration as so described, the commissioner must likewise 
consider it in its entirety. 
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I do not find in the holding of the court in these cases any 
sufficient basis for assuming that a portion of an illustration of 
a registered trade-mark which is disclaimed as non-essential to 
the mark will defeat the right of another to register one or more 
features shown in the disclaimed matter, especially where, as 
in the present case, it is stated in the description of the illustration 
that the nonessential portions may be omitted or modified at 
pleasure without changing the character of the mark. It is 
possible that an exception might exist if the feature stated to 
be non-essential is an alternative of the portion designated as the 
essential feature; but this condition does not exist in the present 
case. 

It is obvious that the value of a trade-mark is dependent 
upon the continuous use of the feature which the owner of the 
trade-mark believes designates the origin of the merchandise to 
which the mark is applied. In the Standard Underground Cable 
Company case, above quoted, it was pointed out that trade-marks 
as ordinarily used upon labels are accompanied by embellish- 
ments, Ornamentations, and other matter, which, standing by 
themselves, may be proper trade-marks, but that— 


such matter is no essential part of the trade-mark claimed and by which 
the brand, in connection with which they are used, becomes known. 


Furthermore, these features being subject to modification 
or omission do not perform the true function of a trade-mark. 
It has always been the right of an applicant for registration to 
include all arbitrary features found upon his label as a trade- 


mark, if he so desires, and his failure to include any arbitrary 
feature in his registered mark may properly be considered a dis- 


claimer thereof in so far as that particular registration is con- 
cerned. I am therefore of the opinion that the features of illus- 
tration found in the registration of a trade-mark which are stated 
to be non-essential features and the right to the exclusive use of 
which is disclaimed may not be considered as constituting a 
“registered or known trade-mark” which would bar the regis- 
tration of similar arbitrary features by one who has adopted 
and used the latter in a true trade-mark sense. 


The decision of the examiner of trade-marks is reversed. 
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Ex Parte Unitep ROOFING AND MANUFACTURING Co. 


(187 ©. G.,. 221.) 


January 15, 1912. 


The word “Lakeside” was improperly refused registration, or 


Vessrs. Merwin & Swenarton, for the applicant. 
Moore, Commissioner.—This is an appeal from the de- 
cision of the Examiner of Trade-Marks, refusing to register 
the word “Lakeside” as a mark for floor and wall coverings on 
the ground that the mark is geographical. 

It appears from the Postal Guide that there are sixteen or 
seventeen post-offices in the United States called “Lakeside.” 
None of these, however, are well-known places, and the ap- 
plicant points out that Rand & MeNally’s Atlas of the IVorld 
gives a list of the incorporated villages and towns of the United 
States, with their population, from which it appears that only 
two of the “Lakesides” are incorporated, one with a population 
of 103 and the other of 222 


| can not agree with the holding of the examiner that- 


it is probably that an ordinary person would regard “Lakeside” 


as a 
geographical term. 


It is believed that the word would be regarded as fanciful 
by a large majority of observers. 


The decision of the examiner of trade-marks is reversed. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country ; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


furnishes the most reliable information to be had, on any 


question of trade-mark protection; 


Registers trade-marks in all countries; 


tias proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 


countries ; 


Cooperates with attorneys in protecting their clients’ interests 


Tuk Unrrep Srates TrapE-MARK ASSOCIATION, 
32 Nassau Street, 


New York City. 


